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PETITION REQUESTING ACCEPTANCE OF A DELAYED REPLY 
BRIEF ON THE GROUNDS OF UNINTENTIONAL DELAY 

Assistant Commissioner for Patents 
BoxDAC 

Washington, D.C. 20231 

Attention: John J. Gillon, Jr. 

Senior Attorney 
Office of Petitions 
Office of the Deputy Commissioner 
for Patent Examination Policy 

Sir: 

In response to the Decision mailed December 9, 2002 (copy enclosed), this is a 
petition requesting acceptance of a delayed reply brief on the grounds of unintentional 
delay. 

01/14/2003 AUOHMFl 00000091 501(12 09495105 
01 FC:1453 1300.00 CH 


RECEIVED 

JAN 1 4 2003 

OFFICE OF PETITIONS 


BACKGROUND 

The Examiner denied applicants earlier petition under 37 C.F.R. § 1.183 and § 
1 .193(b) requesting waiver of the rule. In the decision of denying this earlier petition the 
Office of Petitions indicated that 37 C.F.R. §1 .137(b) would provide an appropriate model of 
a remedy for the present situation. Accordingly, applicant is submitting the present petition 
under 37 C.F.R. § 1.137(b). The Office of Petitions has stated that such a petition to be 
accompanied by: 

1 . The amended reply brief; 

2. The Petition as set forth in 37 C.F.R. § 1.1 7(m); and 

3. A statement that "the entire delay in filing the required reply from the due date 
for the reply until the filing of a grantable petition was unintentional." 

REMARKS 

In support of this Petition, applicant submits herewith a reply brief (attached hereto). 
Applicant requests that the reply brief be entered upon granting of the subject petition. 

In accordance with the second requirement above, applicant requests that the 
petition fee under 37 C.F.R. § 1.1 7(m) be charged to our Deposit Account No. 50-1612. 

In accordance with the third requirement, applicant states that the entire delay in 
filing the reply from the due date for the reply until filing of a grantable petition was 
unintentional. Originally, upon discovering the missed due date applicant promptly filed 
what it believed was a grantable petition based on an unintentional delay due to a family 
illness. The prior petition was denied. In this decision the petition office suggested the 
present petition as properly affording relief. Applicant has now filed this petition which is 
believed to be properly grantable, and the delay until this time has been unintentional. 


-2- 


' Applicant submits that the present petition properly allows the reply brief to be 
entered in the subject application. However, if necessary, please consider this petition to 
be a renewed petition under 37 C.F.R. § 1.183 requesting reconsideration in view of the 
present submissions. 


CONCLUSIONS 


In view of the foregoing applicant submits that the present petition should be 

properly granted and the reply brief be accepted. Applicant respectfully requests that the 

reply brief be entered and considered in due course in the above identified matter. 

Respectfully submitted, 

WARN, BURGESS & HOFFMANN, P.C. 
Attorneys for Applicant(s) 


Dated 


P.O. Box 70098 
Rochester Hills, Ml 48307 
(248) 364-4300 


By: 
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Philip R. Warn 
Reg. No. 32775 
Preston H. Smirman 
Reg. No. 35365 
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Attorney Docket No.: BRI.00026 


COPY MAILED 

DEC 0 9 2002 
OFFICE OF PETITIONS 

ON PETITION 


RECEIVED 

JAN 1 4 2003 

OFFICE OF PETITIONS 


This is a decision on the petition filed 23 July, 2002, under 37 C.F.R. § 1 . 1 83 ' requesting that the 
Office waive the timing requirements of 37 C.F.R. §1.193,^ which sets forth the period within 


^ The regulaiions at 37 C.F.R. 1 .1 83 provide, in pertinent part: 
§1.183 Suspension of the Rules. 

In an extraordinary situation, when justice requires, any requirement of the regulations in this part w hich is not a requirement of the statutes may 
be suspended or waived by the Commissioner or the Commissioner's designee, sua spontc. or on petition ot'ihe interested party, subject to such 
other requirements as may be imposed. * * * 

^ The regulations at 37 C.F.R. §1.193 provide: 
§1.193 Examiner 's answer and reply brief. 

(a) (1) The primary examiner may, within such time as may be directed by the Commissioner, furnish a written statement in answer to appellant 's 
brief including such explanation of the invention claimed and of the references and grounds of rejection as may be necessary, supplying a copy to 
appellant. If the primary examiner tlnds that the appeal is not regular in form or does not relate to an appealable action, the primary examiner shall 
so slate. 

(2) An examiner's answer must not include a new ground of rejection, but if an amendment under sjl .1 16 proposes to add or amend one or more 
claims and appellant was advised that the amendment under 1 .1 16 would be entered for puiposes of appeal and which individual rejection(s) set 
forth in the action from which the appeal was taken would be used to reject the added or amended claimfs). then the appeal brief must address the 
rejeciion(s) of the claim(s) added or amended by the amendment under >j 1 . 1 16 as appellant was so advised and the examiner 's answer may include 
the rcjection(s) of the claim(s) added or amended by the amendment under 1 . 11 6 as appellant was so advised. The tiling of an amendment under 
If 1 . 1 1 6 which is entered for puiposes of appeal represents appellant 's consent that when so advised any appeal proceed on those claim(s) added or 
amended by the amendment under §1.116 subject to any rejection set forth in the action from which the appeal was taken. 

(b) (I ) Appellant may llle a reply brief to an examiner's answer or a supplemental examiner's answer within two months from the date of such 
examiner's answer or supplemental examiner 's answer. See §1 .136(b) for extensions of time for filing a reply brief in a patent application and 

§ 1.550((c) for extensions of time for tiling a reply brief in a reexamination proceeding. The primary examiner must either acknowledge receipt and 
entry of the reply brief or withdraw the final rejection and reopen prosecution to respond to the reply brief. A supplemental examiner's answer is 
not permitted, unless the application has been remanded by the Board of Patent Appeals and Interferences for such purpose. 

(2) Where prosecution is reopened by the primary examiner after an appeal or reply brief has been tiled, appellant must exercise one of the 
following two options to avoid abandonment of the application: 

(1) File a reply under § 1.111, if the Oftke action is not tinal. or a reply under §1.113. if the Oftlce action is t1nal; or 

(ii) Request reinstatement of the appeal. If reinstatement of the appeal is requested, such request must be accompanied by a supplemental appeal 
brief, but no new amendments, aflidavits (§§ 1 . 1 30. 1 . 1 3 1 or 1 . 1 32) or other evidence are permitted. 

[24 Fed. Reg. 10332, Dec. 22, 1959; 34 Fed. Reg. 18858. Nov. 26. 1969; para. (c). 47 Fed. Reg. 21752, May 19, 1982. added effective .luly 1, 
1982; para. (b). 50 Fed. Reg. 9382, Mar. 7, 198^5. effective May 8, 1985; 53 Fed. Reg. 23735", June 23, 1 988, effective Sept. 12, 1988; para. 5 
deleted, 57 Fed. Reg. 2021. Jan. 17. 1992, effective Mar. 16. 1992; para, (b) revised, 58 Fed. Reg. 54504. Oct. 22, 1993. effective Jan.3. 1994; 
revised, 62 Fed. Rec. 53 131, Oct. 1 0. 1 997, effective Dec. 1 , 1 997; para. lb)( I ) revised. 65 Fed. Reg. 54604, Sept .8, 2000, effective Nov. 7, 2000) 
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which a reply brief must be Filed, as limited by the regulations at %b) of 37 C.F.R. §1.136/^ 
The Office regrets the delay in addressing this matter. 

The petition regarding suspension of the rules under 37 C.F.R. §1.183 as to delays for filing the 
Reply Brief is DISMISSED . 

Any request (and fee) for reconsideration of this decision must be submitted within TWO (2) 
MONTHS from the mail date of this decision. Extensions of time under 37 C.F.R. §1.1 36(a) are 
pennitted. The reconsideration request should include a cover letter entitled "Renewed Petition 
under 37 C.F.R, §1.183." 

BACKGROUND 

The record indicates that: 


' The regulations at 37 C.l-.R. i; 1 . i 36 provide:" 
§1,136 Extensions of time. 

(a) ( 1 ) It' an applicant is required to reply within a nonstatutory or shortened statutory lime period, applicant may extend the time peri(xl for reply 
up to the earlier otMhe expiration of any maximum period set by statute or Hx e months alter the time period set lor reply, it" a petition tor an 
extension of time and the tee set in 1.1 7(a) are tiled, unless: 

(1) Applicant is notiHed otherwise in an Oftlce action; 

(ii ) The reply is a reply briet' submitted pursuant to 1 . 1 93(b): 

(iii) The reply is a request tor an oral hearing submitted pursuant to 1 .194(b); 

( iv) The reply is to a decision by the Btiard ot' Patent Appeals and Interferences pursuant to 1.1 90. ^ I . i 97 ov ^ 1 .304: or 

(v) The application is involved in an inierrerenee declared pursuant to l.()l 1 . 

(2) The date on which the petition aiui the lee ha\e been tiled is the dale lor puiposes ofdetermining ihe period of extension and the 
corresponding amount of the tee. The expiration ofthe time period is determined by the amount ofthe tee paid. A reply must be tiled prior to the 
expiration of the period of extension to avoid abandonment of the applicatitin (^j 1 . 1 35). but in no situation may an applicant reply later than the 
maximum time periixi set by statute, or be granted an extension of time under paragraph (b) of this section when the provisions of this paragraph 
are available. See vf 1 . 1 36(b) for extensions of time relating lo proceedings pursuant to 1.1 93(b). 1 . 1 94. 1 . 1 96 or 1 . 1 97; § 1 .304 for extensions of 
time to appeal to the U.S. Court of Appeals for the Federal Circuit or to commence a civil action; § 1 .550 C for extensions of lime in e,\ pane 
reexamination proceedings; 1.956 for extensions of time in inter panes reexamination proceedings; and >; 1.645 for extensions of time in 
interterence proceedings. 

(3) A written request may be submitted in an application that is an authorization to treat any concutrent or tliture reply, requiring a petition for an 
extension of time under this paragraph for its timely submission, as incorporating a petition tor extension of lime for the appropriate length of lime. 
An authorization to charge all required fees, fees under J:? 1.17, or all required extension of lime fees will be treated as a constructive petition for an 
extension of time in any concuireni or future reply requiring a petition for an extension of time under this paragraph for its timely submission. 
Submission of the fee set forth in vf 1.17(a) will also be treated as a constructive petition for an extension of time in any concurrent reply requiring a 
petition for an extension of lime under this paragraph for its timely submission. 

(b) When a reply cannot be illed within the lime period set for such reply and the prov isions of paragraph (a) of this section are not available, the 
peritxl for reply will be extended only for sufllcient cause and for a rea.sonable lime specified. Any request for an extension of time under this 
paragraph must be tiled on or before the day on which such reply is due, but the mere tiling of such a request will not atTeci any extension under 
this paragraph. In no situation can any extension carry the dale on which reply is due beyond the maximum time period set by statute. See ^ 1 .304 
for extensions of lime to appeal to the U.S. Court of .Appeals for the Federal Circuit or to commence a civil action; >^ 1 .645 for extensions of time in 
interference proceedings; sj 1 .550 0 for extensions of time in ex pane reexamination proceedings; and J? 1 .956 for extensions of time in inter panes 
reexamination proceedings. 

if an applicant is notitled in a "Notice of Allowability" that an application is otherw ise in condition tor allowance, the following time periods are 
not extendable if set in the "Notice of Allowability" or in an Oftlce aciion having a mail dale on ox after the mail date of the "Notice of 
.Allowability": 

( 1 ) The peritxl for submitting an oath or declaration in ctimpliance uiih 1 .63; and 

(2) The peritxl for suhmitiing I'ormal drawings set under l.S5(c). 

{47 Fed. Reg. 41277. Sept. 1 7.^1 982, effeetixe Oct. 1. I9H2:49 Fed. Reg. 555. .Ian. 4, 1 9S4. effective Apr. I, 1984; 49 Fed. Reii. 48416, 
Dec. 12, 1984, effective Feb. I I. 1985; 54 l ed. Keu. 29551. .luly 13. 1989. effective Aug. 20. 1980; para, (a) revised. 58 Fed. Re2. 
54504. Oct. 22. 1993. etTecti\e Jan. 3. 1994; reviseli. ()2 Fed. Keg. 53131. Oct. 10. 1997, effective Dec. 1. 1997; para. C added. 65 Fed. Reg. 
54604. Sept. 8, 2000. effective Niu. 7. 2000; paras, (a)(2) and (b) re\ised. 65 1 ed. Reg. 76756. Dec. 7. 2(J00, effective Feb. 5. 2001 1 
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in response to Appeal Brief filed on 7 March, 2002, the Examiner's Answer was mailed 
on 22 May, 2002; 

• therefore. Petitioner's Reply Brief (should he elect to file one) or a request under ^[(b) of 
37 C.F.R. §1.136 for an extension of time within which to file a Reply Brief was due on 
or before Monday, 22 July. 2002; 

• instead, on Tuesday, 23 July, 2002, Petitioner filed the instant petition and proffered with 
it his Reply Brief. 

Because no extension of time was requested and obtained pursuant to 37 C.F.R. §1.1 36(b), the 
two month period for submission of a Reply Brief pursuant to 37 C.F.R. §1 .193(b) expired at 
midnight 22 July, 2002. 

When the Reply Brief was filed on 23 July, 2002, in the absence of a previously submitted 
request for an extension of time under the provisions of 37 C.F.R. §1.1 36(b), the Reply Brief was 
untimely. 

ANALYSIS 

Petitioner requests waiver under 37 C.F.R. §1.183 of the two- (2-) month time period for 
submission of the Reply Brief set forth in 37 C.F.R. §1.1 93(b). However, suspension of the rules 
under 37 C.F.R. §1 .183 may be granted only in an "extraordinary situation, when justice 
requires." 

Petitioner alleges that he was traveling due to family illness, however, there is no explanation 
why he could not have submitted a request and fee for an extension of time one day earlier in 
satisfaction of the regulations at 37 C.F.§1.136(b)."^ 

Therefore, there is no adequate showing that the failure to file a request for an extension of time 
under 37 C.F.R. §1.1 36(b) to file the Reply Brief was caused or contributed to by circumstances 
beyond Petitioner's control. 


^ In this regard, llic climinaiiDii o\' tec extensions in the tiling of reply l^ricts (and requests tor oral hearings) was tlrst proposed in 57 
Fed. Reg. 43214 (September 21. 1002). rcprinial a\ 1 143 O.C j. 33 {Oeiober 13, 1002). Initially, a one month time period was proposed for the 
tiling of reply liriefs and requests for oral hearings. Howe\er. after eonsideration of comments on the proposed rules the Notice of Miscellaneous 
Changes in Patent Practice announced thai: 

the period was extended to two months (as adopted) lo pro\ ide for ctHinsel to communicate wiih. for example, foreign applicants; and 

• "[ejxicnsions t>f time for cause under ^ 1 . 1 3()(b) wilt be u\ailable tor those rare situations uhen an cxiension of time is necessary." 58 

Ked. Reg. 54,504 at 54.50S (Oeiober 22. 10*)3). I I5(> O.Ci. 54 at 57 lOeiolvr 15, 1003). 


The rules became etfeciive 3 January, 1004. more than eighi years before the time period in question. Id. 
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The showing of record is that Petitioner knew or should have known that adequate provisions for 
ensuring timely responses to Communications from the Patent and Trademark Office were 
required during the period in question. 

The Office, where it has the power to do so, should not relax the requirements of established 
practice in order to save an applicant from the consequence of his delay. ' 

Thus, Petitioner failed to take such reasonable care against any other contributing factor, and 
waiver of the two month time period of 37 C.F.R. v^ 1.1 93(b) in this situation is not justified 
pursuant to 37 C.F.R. §1.183.' 

Accordingly, the petition under 37 C.F.R. 1.1 83 and §1.1 93(b) is dismissed. 

ALTERNATIVE VENUE 

Because there is no requirement for the timely submission of a Reply Brief, to avoid the 
abandonment of an application, the failure to timely submit such an amended reply brief has not 
resulted in the abandonment of this application. 

Nonetheless, while the application is not abandoned, the untimeliness of Petitioner's actions 
make it appropriate to consider the matter apply the model of a remedy (if not the exact 
principles) in light of the regulations at 37 C.F.R. §1.1 37(b)/ 

Therefore, Petitioner may wish to consider filing a petition to the Commissioner requesting 
acceptance of the delayed reply brief as if timely filed on the grounds that the delay was 
unintentional. 

A petition requesting acceptance of a delayed Reply Brief on the grounds of unintentional delay 
must be filed promptly and such petition must be accompanied by: 


^ Sec. r:x Parte Sassin . 1 *)()() Dec. C'omm'r. Pal. 205. 2()(> (Conim*r Pat. i 906) and eomnare Zicgler v. (Baxter v. Natta . 1 50 USPQ 378. 
379 (Comm'r Pat. 1068) aiul Williams \ . The r-ive Platters. Inc. . 510 r.2ti 9(>3- 184 USPQ 744 {CC\\\ 1075), riuis. there is no adequate showing 
ot' "an extraordinary situation" in u hieh "justice requires" suspension of the time period set forth in 37 C'.i'.R. i . 1 03<b)- See. Ni uo Chem. Indus. 
Co. \'. Comer . 39 lJSP02d 1 778. 1 782 (D.[).C\ 1994) (circumstances are ml extraordinary, and do not require waiver of the rules, when a party 
makes an a\ oidable mistake in filing papers). Circumstances resultinii trom petitioner's failure to exercise due care, or lack of knowledge ot. or 
failure to properlv applv, the patent statutes or rules of practice are not, in any event, extraordinary circumstances where the interests ot justice 
require the granting of relief. See. In re Tetratluor, Inc. . 1 7 USPQ2d 1 1 OO. 1 1 62 (Comm'r Pats. 1 090); In re Bird & Son, Inc. 1 95 USPQ 586, 588 
(Comm'r Pats. 1977). 

^ Delay resulting from the inad\ertence or mistake of Petitioner does not watTant equitable tolling of the time period of 37 C.F.R. 
1 . 1 93(b). I:quitable powers should not he invoked to excuse the performance of a condition by a party that has not acted with reasonable, due care 
and diligence. U.S. v. Lockheed Petroleum Ser\iees . 709 l'.2d 1472. 1475 (Fed. Cir. 1983): Smith v. Mossmtihoff . 671 F.2d 533, 538, 213 USPQ 
977. 982 (O.C. Cir. 1 9S2). F\en assuming ar^iucfuh. that clerical inaiivertence or error caused or contributed to the delay in filing the Reply Brief, 
such is ntM a ground for requesting uaiver iif the regulations. See In re Kabushiki Kaisha Hitachi Seisaktishi> . 39 USPQ 2d 1319. 1320 (Comm'r 
Pat. 1994). 

' The regulations at 37 C.I'.K. 1 .183 sets forth that \\ai\er of the rules is "subject to such other requirements as may be imposed." 
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( 1 ) the amended reply brief (the requisite "reply): 

(2) the petition fee set forth in 37 C.F.R. §1.17(m); and 

(3) a statement that " the entire delay in filing the required replv from 
the due date for the reply until the filing of a erantable petition was 
unintentional ." 

Further coiTespondence with respect to this matter should be addressed as follows: 
By mail: Assistant Commissioner for Patents 


By hand: Crystal Plaza Four, Suite 3C23 
2201 S. Clark Place 
Arlington, VA 22202 

Telephone inquiries concerning this decision may be directed to the undersigned at (703) 305- 


John J. Gillon, Jr. 
Senior Attorney 
Office of Petitions 
Office of the Deputy Commissioner 
for Patent Examination Policy 


Box DAC 

Washington, D.C. 20231 


By FAX 


(703) 308-6916 

Attn: Office of Petitions 


9199. 



